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AmerK,mCmDated '^.2005 -Response to Office Action ofOctober 25,2004 

Remarks/Arguments 
W. P^ respond, to fc Office Aceon of Oc t „ber 25. 2004. and ^ 

reconsideration of the application As noted in a. 

Finalitv finfl , • • U ° n ASn0ted,ntheacc ^Pa«ying Petition for Withdrawal of 

Claims J -60, 63-1 J 5 and i ia i*< 

21-33. 37-47 49-5, 6 8 7 « ^ ^ * ^ U ' ^ ^ M »- 
rffti ,6 '" 85 ' 87 - 126andl28 - ,Mare »o<*wed : however MK , ledMow many 

ot them are not re ected either nf*u* i, » many 

a-independen, non-al.owed clai ms , claims 22, 51, 63. 87, 94 . 96 ^ 104 

The shortened statutory period is extended to run through April 25 2005 A „• , 
this response is timely. P ' °° 5 A <*ordingly, 

I. Entry of Amendments Under kule 116 

Even „ n^,y „ main(ailled , ^ ^ ^ ^ 

Ine amendments to claim 104 msnnn^ * 
ofFcbroaryH 2005 The™ 7 ^ " Ad ™ r > A <*°" 

therw 4 ™ ndmMBtoC, ™ 63 -P°»<''<'>»-Pl»a aOT ,fi K[ p r „vided i „ 

the Office Action of October orvvi t-u f viuea in 

.fc.^.T T • raMeamendmenBCOU,d "« 1 >—»P-Po«d easier, 
ause .hey could not respond ,„ rcjectjoils ^ had ^ ^ ^ 

. and B „ K „ 1o „. ffl s „ ch ^ ^ jssnra 
variability among the claims' u X reducing 

Wore, even if „ nal rejecto „ ^ ^ ^ ^ ^ 



Rule 116. 
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Amendment Dated April 14, 2005 - Response to Office Action of October 25, 2004 
H. Paragraphs 5-8: Incorporation by Reference 

Th, material incorporated by reference into this application fully complies with all rules 
including MPEP § 608.01(p)(A). 

Ftrst, MPEP § 608.0KPXB) M that there is no limjl on raaterial ,„„, h 
"corporate* ta priority w , icaUom . ^ nMK , jn , he flm ^ ^ ^ w]iMtj()n ^ 
applications incorporated by refcrence £ ^ ^ ^ ^ ^ • 

• ^.(PKB), any Unions on b , refere „ ce ^, „ 0 , ap „ 

Office Action has no legal basis. »■ » » 

Second, .he Office Action reflects an incomplete reading of MPEP § 608 OKoVA) 
I «K.0.(PXA> only limits ineo^oogo, -^M*^- « ldMlt ,„ s 
materta." as »tha, which is ^ ,„S, describe - claimed invention, <2> provide an 

^bhngdisclo.ureoftheclaimedinveion.orWprovideaebes.rnodepJUSC 112)" 
§ 608.01(p)(A) clarifies tha, the following a* necessary elements of any objection: ' 

• identify particular claims to Which the material is "essential" 

' 2Z8£ - — « " — - . wHtten 

• identity the material mat is "essential" to the identified claims 

The Office Action never m*es m averment ma. the maierial is "essentia, aataisr _ „ ^ 
ma^al is no, "essential," , W , 01WA> stales „,„ such ^ 

■ncorporated by reference..." farmer, wimou, the mree remtired showings, i, ls „ M at « elear 
d- any -eomremen, has any vaUd legal oasis, arK, no apphcan, can make an informed decision 
- .how .0 respond to a retirement. As a basic principle of admi^strative law, a rcmritemem 
that does no. permit a response has no legal existence. 

Third, as Ute Office Action ^acknowledges, the materia, s^d on microfiche is 
o, a computer program Using." Therefore, new 37 CM. , does no, const.in the form 

- of an appendix ma, may he submit,* for printing under either o W or new R„,e 96 and it 
« no, the type of MornaUm m may ^ ^ ^ ^ ■ 

«•» appropriate medium, microfiche is an entire,, proper wa y to place Utis ma,eria, in me fi,e 
for ,ncorpora„on hy reference u„,ess and u „,„ ,, „ shown „ be "essentia," ,„ specific Cairns. 
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Amendment Dated April 14, 2005 - Response to Office Action of October 25. 2004 

No incorporation by reference breaches any rule, pas. or present Any objections may be 
withdrawn. 

m. Claim 51 

Claim 51 is discussed at H29and30of the February Office Action, and* 142ofthe 
October Office Action, in the context of .Goetz '913 alone. Claim 51 recites as follows: 
51. A method, comprising* 

Claim 51 «!„ cha, ,„« pages'Mcaior element are store d in "a ubie whose enTies are 
.nde«a by pJMca, page fran* number, In com™. *. Office Acaon p„ int8 „ Coe^T 
F.,. 4. and co.. 10, lines 4-28. which Jfi (in pan) „ follows ^ ^ 

annotations added): 
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.... In the PowerPC architecture as shown in FIG. 4. VAs [virtual addressed in 

SSr^ T V**™}^: bits 52 to 67 (page field) of the 80-bit v£ual address in 
ST nltlZ -^"^^ -ther values] to form ... page tabj^n ^ c 
50. . . . The highest seven bits of register 50 are forced to zero to form tr,e real 
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Amende, Dated April . 4. 2005 -Re^to Office Action of October 25. 2004 

the original VA. When found thS ™Z ''^^mntm rnatchcsl^Zf 
table group entr* 52 . . . ffiaLfiagejmmber is extracted from the page 

the ^tdual ofthe page tab]eare ^ wto ^^ , ^ Th - 

entry auoress or the target page extracted from the 

address, as recited i„ """"^ """"v value related t o any "physical" 

(c) Goetz relies on the difference between "„„i» _m 

in claim 51) and "virtuaT ad^So.^teTa^r ""^ """■^ 05 — ' 

^ teSl'L"^" *» *• Pasc tabte entry to was localed 

^^"^"^expressedintheOrr^Acdcns.ttat.he-^addreas-ofa™ 
used to "access a „, „ tem ^ ^J£~ "» " 

<•» very page whose enrry is indexed makes no „ • • ° f 
g 6 laSt name - No Pe^on would rationally do such a thin* „ ^ • 
definitionofindex-readsasfCows: * ™ ^ ^vantMicroso,, 
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A-^taemDafcd April l< 2005- taw feoflta Actaof Ctart.jj.2004 

... derive the locaUoo of fte desireV^S. * ' Ul0 "' S * e I«'«™»«rto 

The •«««,- of d,e second semence of .his deflnilon are direCv rekvam „ ^ ..^ 
*«d » S,. Be^se *. second „ Wffi 6nlire|y ^ ^ ^ ^ ^ 

. view wid, ^pee,,, "eie^- o, th e deflniUo,, or ,he "omries" of claim * 
da„ s„ ,, buIk , wi(h „„ ^ ^ s nw 

Apphcam D0KS ma, «, exp^on is essenfcdiy a repe^on of ,he Response „ OfHce 

M^enai Travel - me &anllnrt SUKs , ^ ^ ^ ^ 

— — "inde," ana Dage ^ „ 

defniuon he relies upon, Applicant ,„ ^ ^ 

^ 5, reci.es . lilnitMio „ abseM ^ Qoel2 ^ ^ , s ^ ^ 

IV. Claim 65 

< ^ ta « 3i ^--«'a, I ,32 m d34of U ,eF elmi ar,20040fflceAc«ioo,a„d, 1 43of 
AcUon - ^ a subsanave ^ of cWni m 63 - 

63. A mere-processor chip, comprising- 



sense used in me older edidla's d=nni,Z* u^TS. ,S^ be K "" val « '» -^»f " » *e 
issues, s,nce any,^ „ Ooe, W ^ .o^^^S ™Zr° "* 
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£iff ( ) t0 rec °g IU2e "be* instruction execution has flowed or 

transferred from a page of the first architecture or convention to a D a«e ofth/ 
second, as mdicted by the respective associated indicatoTeTmente aS ?cHo alter 

^T IC H , ° n \ ,n ^ With 1,16 indicator eIeraent ^ocialed 
wiin tne page of the second architecture or convention- 

Applicant submits .ha. the»ubli»» iU ,» indicaloreleme „ ts ,. ofth<!lastpiiragrai)liof 

*" " ***** ^ ™° ' 5 >• 52 - XI* 63 is .nerefore pa^te 

over Goetz '913. 

V. Claim 87 

Claim 87 i. briefly mooned in m ofmtCmix Action of p.,,^ ^ 

-to. ,o some unspecified ^ of ^ . 0 „ Bk ^ ^ ^ ^ 

■n some unspecified way. No ,a„ gU age „, Cain, 87 is compared w any reference, and .bus no 

rejection was raised. Hie October 2004 Action <t 14 a 

^ Action, 1 14.4, compares an incorrect paraphrase of 

singie limttaoon ofdaim 87 ,o Brender "422. col. .5. linea 48-50. bo, makes „o comparison of 
c a,m 87 as a whole ,o any prior an. The Feb„^ 20O5 Advise AcUra ls ^ in M „ 

ine subsumuve arg»me„<s raised in ,he Response to Office Acdon of January 2005. 
Claim 87 recites as follows: 

87. A method, comprising the steps of: 

executing a control-transfer instruction under a first execution mn *> ~f 
content n/^^"? 6 ^ destination instruction, altering the data storage 
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Amendment Dated April 14, 2005 - Response to Office Action of October 25, 2004 

A ' RejSnE^te EVCr AddrCSSed ° fClaha 87 " No 

Neither Office Action has ever addressed the language of claim 87, an "instruction " with 
certain properties. Instead, the Office Action points to text in Brender '422 that discusses 
herring control between "routines." No Office Action has never mentioned an "instruction" 
in the context of claim 87. Until an Office Action addresses the precise language of claim 87, no 
rejection exists. 

B. The Technological Analysis of The October 2004 Office Action is Incorrect 

The October Office Action misstates the content of Brender '422. Brender '422 makes 
clear that no "instruction" meeting claim- 87 can exist. 

First, Brender '422, col. 8, lines 31-37 and col. 10, line 43 through col. 15. line 16 
teaches that his comptler identifies every transfer of control between different instruction sets 
and then inserts a software "jacket" at that transfer. That "jacket" is interposed between the 
source "instruction" and destination of the transfer - there is never a "direct" transfer at an 
instruction level, as recited in claim 87. 

Second, Brender '422 then absolutely ensures that there is no possibility of a direct 
transfer from a source instruction to the target of that instruction (across an instruction set 
difference), except through the jacket: before "Y" routines are linked with "X" routines ("X" 
and "Y" being the two instruction set architectures discussed in Brender '422), 'The names of 
the called [Y] routines are hidden at link .time..." (col. 15, lines 42-44). Because the names of 
the "Y" routines a* h.dden before they are .inked with "X" routines, the linker c^ 
M *" ,nStmCti0n to 'Wer control directly to a destination instruction" in the "Y" 
mstxuction set. Brender '422 must do this to ensure that the software jacket is interpolated on 
every transfer between instruction sets. 

Third, Brender '422 expressly teaches away from any "direct" transfer of control across 
an mstruction set boundary, without going through the jacket. Such transfers are blocked as 
xUegal. Brender '422 teaches that these instructs are architecturally defined to f ault not to 
"transfer control" as rectted in cla,m 87. Paragraph 14.4 of the October Office Action quotes one 
of the clearest of these statements, Brender '422, col. 15, lines 48-50: 
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Amendment Dated April 14. 2005 -Response to Office Action of October 25, 2004 

In the present embodiment, ic is based on the fact that . direct X call to a Y 
rou tme incurs an y op erand ftmlt 411 10 3 1 

resentence from Brender '422 teaches or^osite the interpretation suggested in the Office 
Acuon: a„ attempted "direct call" is architecturally defined to that is. to not complete at 

all. Such an instruction is not architecturally defined to "transfer control dtrectly" to a 
destination, as recited in claim 87. 

Because any correspondence between thi 5 language of claim 87 and any prior art rests on 
faulty technical analysis, claim 87 may be allowed. 

C. Goetz '913 Is Not Corobinable with Brender '422 or Murphy '947 

i- The Office Actions are Procedurally Incomplete, and Therefore 
Inadequate to Raise Any Rejection mereiore 

The Director instructs, as a matter of "procedure," that the examiner bears the initial 
burden to come forward with three showings to support any rejection for obviousness: 
2142 Legal Concept of Prima Facte Obviousness 

factually supporting any prima facie conclusion of obviousness " 

ESTABLISHING A PRIMA FACIE CASE OP OBVIOUSNESS 

To establish a prima facie case of obviousness, three basic criteria must be met 

Terences when combined) must teach or suggest £ the SSSSSiS.. 

The Examiner disagrees with the Director. No office Action has ever addressed 
"reasons expectation of success" for any combination of Goe* '913 with etther Brender '422 
or Murphy W Examiners do not have * S cretion to rewrite the rules - until an Office Action 
addresses all elements of prima facie obviousness, no obviousness rejection exists 



Exan^e^fr™^ 

Ellis states that he behevj iJwIL,, ' ** pap ?, r of ^ary 10, 2003, Examiner 
"all arts" as stated in MPEP § 2142^ ex P^"°n of success" only applies in the chemical arts, not 
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2 ' & T«h Mh>gicaIIJ Incompaable wift Brend4r >422 or 

Goetz '913 teaches hardware that is caoable «f „ •>• • , 
^™»owPen* ura)in8 ^^ 

-amod,„>d B M^to ro ,,P 0 ^^ 

^ . *-o we rPC .(a reduced instruction set computer" or "RISP"^ 

instruction set (Goetz '913 Fig 8) G™*,' ., } 

^ Cm ^ ,m P temra ^»''fc»o S oft W a re i„ t e r v e „Uo»„ r ch M8 e loslaK 

h ^ switthin « «- a*. >. X86 .„*. ,„ PowcrPC m s ^ r 

example, Goetz '913, col. 15, lines 26-29 discusses the difference betweraInteJX86 8^H>'t 

on transition cpu „ „ TT ^ P °"" No •**>»* is required 

■■ion. ooea CPU leaves all th£ data untouched* Goefc-911™.. , 
floaongpoimdauisleftin «,k «PressIy states that 

e-juimoataisleftin the same register files," Goetz '913 tA ,n i, .. 

required for such differences. S ^ IS 

In contrast, Brender '422 and Murphy '947 are dir„t w * 

Alpha (the 1990' S RISC m , SyStemS f<>r emuIatin S «" 

y « \uig iyyu s K1SC computer develooed hv r^ m > Q i rr 

1980's CISC processor) and ■ ^ UiPmei " ^ } ° n 3 VAX W'» 

c processor), and v,ce-versa. Neither Brender '422 „or Murphy '947 

^^^.^^^^^^^ 

Both Brender '422 and Murphy '947 take 

code to Alpha binarv rwi. /• crosses from VAX binary 
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Amendment Dated April 14. 2005 - Response to Office Action of October 25. 2004 

analysis, Brender '422 and Murphy >947 both build a data structure for each and every case' of 
cross-architecture call that can be detected, Murphy '947, col. 6, lines 6-7 ("each incoming 
caU"), col. 6, lines 14-15 ("outbound call"); Brender '422. col. 8, lines 32-34 ("each X [VAX] 
and Y [Alpha] routine"), col. 10. lines 50-53 ("Jacketing that knowledge of all the 

relevant calling convention characteristics for each subprogram in each domain be available to 
the Jacketing mechanism."). 

There are three differences between Goetz '913 on the one hand, and Brender '422 and 
Murphy '947 on the other, that defeat any combination: 

1 . The "principle of operation" for Goetz *913 is to morfifv tk- ♦ 

features here, remove some there - until any S w?tcT^ee„ h ° ^T*^ " add some 
smoothly. In contrast both Brender "di^AM u^Z, ntium can effected 
without modification p£ eS BrendT .iS* y 9 f mUSt ^Wtectures 

Alpha hidwSr ^ r VAX software onto 

were modified in the ma^er Uu^ odetz' ^ * if ^ VAX 

2. Because Goetz '913 has already "ironed out" all nfth^** 

-hitectures, he provides no mecZS by wWch £ W co^ ^ ^ 
architecture switch. Goetz '913 col 17 liL^4l ^ ^ u d 3SS1St ,n 8 cross - 
architecture switch is wait a few cTclet foXl v ^ is ™ ™ 

other control transfer tha^T^ dmn. "without exceptions" or 

and Murphy '947 exhaustive^ analyse ^^ve^ilTe \ Brender ' 422 

jacket is invoked on every switch between 

architectures e &Ure * a so ^ warc 

Difference no. , defeaa va0o „ t0 combjne „ . ^ We of ^ 
.he other won* „ave «, be abandoned in order t0 Mmbine Goea ^ ^ ^ 



None •iSa^^^W*, - ™y be lapsed ^ 
particular case. ^ Y 47 Start by ^a^ng each conceivable transfer as a 

- Binary 
Herdeg. Digital FXI32: Combining B^o^S^^^^^^ L H °° kWay ' Mark ^* 
http://www.digital. com /infcyiyrjPC)1HM ™ T?2 Tran slation (August 28. 1997), 
FX-32 Works (Septen^f^ Corp., White Paper How DIGITAL 

of which are of record in this application^ WW d,E, ^ C0 ^ Se ™ conductor/ ^32/fx-white.htrn. all three 
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AmemteMDte) April ■ 4, 2005 - R^fe office Acta .fOcBta, 25 . mm 

or Murphv . M7 . MPHP , 2143 . 01 ^ . ^ such circumsiaocK 

( If ^P™P°^^«ca ti o nOTMm bi„a ti ™„ flh ep rior « wonldchan6etheprincipleof 
operabon of the prior an invention teng raodified , „„,_..,„, _ ^ ^ ^ ^ 

render the claims prima /acie obvious.") 

Difference no. 2 defeat "reasonable npecMm 0 , m „ ^ 
software « work on Gee* machine clause Go* expressly states ft. his switch ««« 
V«hou. exceptions" or oUter mechanism that mi,*, a,, 0 „ ^ lo „. invoked on , ^ 

*«. '913. col. 17, Ones 41-44 (switch occurs "without except trigger by ft. swllch ' 

itself). 

Difference no. 3 also defeats "reasonable expectation of success." Oceu '913 is 
trnplemented essential* entitelv „ haKjware . ^ ^ „ p a ^ ^ ^ ^ 
seven, weeks and several ntiUion dolhrrs. no .easonable person in the art won* cm Z*. 
■mplementing Brender's and Murphy's ^ whk „ „ ^ ^ 

Program, i„ hardware. That enormous cos, would have ,„ be borne for each version of each 
pro*™ Purser, when hardware costs rise with the cube of die size, no sane percon wou,d 

— B— -d Mows da, sutures, one specify created for each 

conceivable transition, in hardware. 

™.r*zr o ~ a °~ ' 9n - Brcnder ' 422orM ^ ™ — - wo U ,d 

la, 17. ^ ~ d "* ref — * *■ momen, 

that motion to ptckthese three exisfcd), in order ,„ make then, work together. would have 

.0 remove several ctuca, features of ft. prior art, and design subsUu^a. » g ,ue» hardwa* and/or 
software that is taught in no reference. 

P ^»^°»ber2004O ffi ceAc^^ 
shown, ta -software and hardware axe .ogically ecuivaient and interchangeable " w. 
Paragraph of *e Act,™ rmsstates the .aw. and rniss*«es the engineer^ realiUes ' 

^paragraph -4.6 is nomore as^, „,„ ..^^^ ^^.^ ^ 

modtfied. reasoning, is bidden at MPEP S 2,43.01. No Office Action has ever shown 

ffi^avation to combine these references. 
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Second, Brender's and Murphys software cannot .. reasonably ,. ^ 

T"™* h8nlWare: ^ ' 422 - ™ »«*. freq uen, modification 

•ha, ., no, pmctical in hardware. Brender '422 Caches «h« an entire program rausl ta compiled 
and naked, ,f any singte instraction ch „ 8K „„ ^ ^ ^ ^ ^ 

«. col. 7-16, see .p. col. ,5, lines 24-57 (bo* "manual" and "auntie" jacketing reuuire 
modification of a. binary imags at ., mage buUd ..^ Mmphy ^ 7 ^ ^ 

H^a. carnto. bo generated on such a •Wrow-away" basis in any cost-effective manner- for 
examp,e, any such attempt would reouire sevenU weeks of turned time md (typically) 
hun*edsof thousands of doB m . b3Kf . _ „ ^ „ h ^ ^ ^ fc ^ 

bere-f^catedfore^hreviston. Accordingly, Applicants' specification discloses a few 
™p.c. gener* sttuctures and techniques the, can be adapKd «, auow cross-insttuctiW, cal ls 
.» many different programs. See, e.g., sections I-rv of the specification, pages 31-75 

ni,rd, a key difference between hardware and software is die cos, curve. The cos, of 
sofrwaregoesuptoughlyunearlywiurcapabihty. „ con,™, the cos. of hardware goes up 

the Untversttyof California a, Berkeley, available a, vc„.«tu h , r Vcour a . UE rrjo 15 , 
kdvortuchtirt.pdf. excepts attached he re ,„ . r^, A. Therefore, mos, CPUchip designs 
avoid rarge on-chip stiucu™ ^ not direclly m ^ rf ^ 

tage statutes tha, were no, amenable ,„ hardware Ration „ me llnM 

For a firs, example, Brender -422 and Murphy '947 ^ ^ m ^ ^ fe ^ 

»g«herforexecutio„. Bre „der -422, c 0l . -5, lines 24- 57; Murphy -947,00,. 7, lines 6-40 

Implementing an entire program i„ haKl w m would no, he recognized as desirabte by one of 

ordinary ski,,. For a second exempt. Murphy's and Brender's "jacketing tab,es" and "jacketing 

routines may be auifc large, because a specific da,a secure mus, be generated for each routine 

u^couidconceivablybec^ledfrornmeoppo^ins^on^ E . g ., 

hnes4. 8( .,„ array *a, forms a sig„a,ure ... fo, ^h incoming call in e^h y code routine " 

Brewer -422. co,. 8 . ,,„e s 3,-37 (Jacketing retires ,ha, knowledge ... for ^ * 

each doma,,..); Brender '422, col. ,0, tine 43 mrough col. 15, ,i„e ,6. Because B,e„J'422 
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•ech^ue, ^id „ ly ^ imp]enBntcd »o teach 

~ in hardware wouid Neither reaaonah* 8 ^ 

VI. Claim 94 

— .sis:— 

94. A method, comprising the steps of: 

destination address into a reeSerld \ co * section ™»«fclizing a 

hansfercon.ro, indirecUy ^^'7""* ^ 10 ^ 

executions ^ri^n/,^ dSm ^1^^" ta 

•he defauu caning convenes " SET 'J* 

instruction set being a subset of the orteT '""ration sets, neither 

Even taken together, the discussion in the two Offi™. a. . 

^ Actions pointed,, ignore this word ofOairr, ^rTjT" ft " K ' i0 ' ,S - 
^ughtto^orn, these funcdons. N o^ 0 ^ 

'WofCairo^ nder422d0eSd — -^"andsta, es that, is no, the 
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VH. Claim 96 

Claim 96 is briefly mentioned, without being rejected, in „ 
Action of February 2004 over™— « , "Subparagraph 100 of the Office 

^y ^uw, over unspecified portions of Goetz 'on n * 

'947, combined in some unspecified waV L , , / ^ ^ MlUphy 

Claim 96recitesasfoIlo " ma " - A ~^™-*.« blli : 

96. A microprocessor chip, comprising- 
second^^ 

-**™n^^ 

program code in the first and ««3 m^tt ft ° n 861 10 Code » the other 
Cerent data storage con 3 US ' n8 ** - ~ - 

second data storage convention thaUs Zl7ll I? T" COntat Under 
P-gram context under the first data tZSgSZZ^ * " «" B ^ U «°n 
Ciaim 96 is patentable because Goet* »o 1 1 • 



Vin. Claim 104 



rejection was raised in February 2004. 91 3 or a "v other reference, no 
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AgainaAppBcam's bener judg,,*,,, (see § K 

104. A method, comprising the steps of- 

region being coded for execution by com DU Z ^' ,nstructi <™ of the first 
following a first data storage conVe^C • rc "<«a Ure and 

fo ^^^on byconmu^^^^ T ° f ^ region beinj^oded 
storage convention, ufe ^^^^^.^^i * 
elements, a hardware structure fniZZl uCiL T^f modifiab, ° indicator 
requirement that the memory reXnfL ! ind !? ator elements enforcing a 
indicator elements each ^TlT^^l ^^'e 

^m!^ ~ between the fir*, 

and/or convendon of the region XeCUtI ° n in 016 

Goete . 913 IS carefu] tQ aJways maima]n ^ t ^ 

analogous the second region of claim 104. Accordingly cJaim " ^ 
'913. 8<y ' cJaim 104 * not anticipated by Goetz 



K - Claim 22 



Clajm 22 is discussed at f 52 of the Office Action of ,h, p k 

October 2004 Office An- J<9 CbfUary 2004 > * " of the 

urtice Action, and J 4 of the Februarv ?nns a ^ 

follows: 2005 Adviso, y A <*°"- Claim 22 recites 



as 
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22. A method, comprising the steps of: 

. execution by oomvu^f^Zf^r ^ T SeC ° nd regions bein S for 
memory re^onsTav 5 » 2d S^^? ^ Mentions, the 

region whose indictor BhaS3^fl?J^^"*^ to a 

in response to the recom^Z ^ZT^ ^ " St ° rage conv ^<>n, and 
create a program cajg^t?^ J? ^ content <* computer to 
logically equivalent to a ore TllvLr conven ^on that is 

storage convention P">&™ context under the first data 

22,^7^ 

^^.§1.104(0(2) reads as follows: " 37 

§ 1104 Nature of examination. 

^Teccd claim i "" ,are '"- "■"■"■"■~-"~ r --rt and each 

a™,™ 5U ^ 52 4 ome Fe ^ ^ Acuoo ^ _ 

Office Action _ fc ^ Mcatordemcnts ^ a 
^ 8 cco„ve„Uo„™ tewhichta ^ onstomtteaswi ^ o ^ 

J*, in «h canons. eve^ ot he r e^ne, ,„ ^ Offloe copies „ iUl Rule 

pemaps only - exception. 

■ «* -*« - adva^e ^seculon, a «o„,e y went B _. 
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interpretation was set forth in the Response to Office Action of July 2004. The July 2004 fu,l y 
responded to all issues fairly discernable in the February 2004 Office Action 

The Office Action of October 2004 hints that the Examiner believes that other references 
are pertment to the particular claim language addressed in fl 52.3 and 52.4. The October Office 
Action does not even specify which otner references ^ ^ ^ ^ ^ 

portions relied on" or "clearly explain" their pertinence. The October Office Action responds to 

none of the substantive arguments raised in Applicant's paper of July 2004. 

The February 2005 Advisory Action further confuses the i ssueS : it merely states that 
unspecified portions of one or both of two other references might be used to supplement the 
Goetz '913 patent, in some unspecified way, to meet this claim language. The February 2005 
advisory Action is totally silent on the substantive arguments of both the Response to Office 
Action of July 2004 ( § H, at pages 34-35) and the Response to Office Action of January 25 
2005 (§n, at pages 35-36). 

It is now dear that it is simply futi,e to attempt to read the Examiner's mind. Often the 
Examine,* hi dden po sition has been far too ^ ^ for ^ 

todtscern -for example, that the term Necessarily disjoint" cov ere overIap >. becausg ^ 

the bytes of a number would , cave the value of the number unaffected.^ Examiner Ellis has 
"^covered" exceptions to a number of MPEP provisions that exist nowhere in written form > 
No Applicant could have guessed at these positions of the Examiner, before they were written 
down. Applicant's attempts to respond in good faith to the Examiner's bare-bones allegations 
and quests that theExammer com P l y with the rules established by the Director, have not been 
reciprocated. 

Applicant respectfully remmds the Examiner of the instructions issued by the Director: 



* See discussion of claim 104 in Advisory Action of March 27 2003 
Dec.arat^ 2004. the first time this position is articulated, to 

^onab£e^^^^ 

§2142. only applies m the chemical arts, not "all arts" as stated in MPEP 
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izmmm&Z of factually ^%^^?™aT 
3. An Office Action must "Answer All Material Traversed." MPEP § 707 07(f) 
Applicant has responded to every issue set on paper by the Examiner, and has made a go* faith 
attempt to guess « tee points where the Examiner has been sUent. See AppUcanfs papers o, 
January 2005 a«d My 2004. Until the Examiner puts his teasottfng „ n ^ 
ms.ruc.ed by the Director, and responds to Applicant's papers. ,a) as a maner of !aw, me claims 
«e no, rejected, and (b) Appiican, cannot meaningfully respond, let alone identify any difference 
of opinion for appeal. 

X. Dependent claims 

Hie dependent claims are patentable with the independent claims discussed above. In 
addition, the dependent claims recite additional features that further distinguish the art. 

XI. The IDS of July 15, 2004 

Paragraph 4 of the February Advisory Action states that many references cited in the IDS 
of July 2004 were not considered because no legible copies were provided. THe Adv,sory Action 
misstates the law. 37C.F.R. § 1 >98 provides that references will be considered if they are in the 
file of any application from which § 120 priority is claimed. Legible copies of each reference of 
which copies were required were filed in application serial no. 09/239,194. from which priority 
ts claimed under § 120. Applicant requests consideration to these references. 

A number of U.S. patent references were refused consideration, for no stated reason 
Applicant notes that the rules in effect at the time required neither copies of these references nor 
a Rule 98(d) statement. Applicant requests consideration of these references. 

A replacement IDS accompanies the copy of tins paper submitted by First Class Mail 
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p response to Office Action of October 25, 2004 

b view o^ mem ^ ^ App]jcant KsfrectMiy ^ 

r r-" • ^ ,o tetephone Appiicani,s «— « »• — 

be,„ w ,f „ w ,„ advance rf ^ w|jcatjon ^ 

«-» . »w* h the cvent , hat ^ further exttnsion of Uine js 

Respectfully submitted, 

WILLKIE FARR & GALLAGHER LLP 

Dated: April 14, took 
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